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NO COPYRIGHT PROTECTION FOR CONCEPTS -
Bombay High Court denies relief to Zee

Zee Entertainment Enterprises Ltd vs. Sony Pictures Network India Ltd [Bombay High Court, 4th April 2017]

Facts

The Plaintiff (“Zee”) claimed that its
television show “India’s Best Dramebaaz”, a
talent hunt for child actors in the age bracket
of 5-12 year age group was been copied by
the Defendants. Zee additionally claimed
that Sony (Defendant No. 1) has infringed its
copyright in its concept note and
“Production Bible”. The said concept of the
T.V. show comprises of a few episodes with
respect to the audition of the aspiring
contestants having talent in acting, which
was to be judged by eminent judges from
the film and theatre fraternity; followed by
selection of a few contestants for the next
round viz., the gala round; and the last leg
comprises of the contestants so selected, to
be eliminated one by one on the basis of
their performance and a winner was to be
declared at the end of the season. The
Plaintiff claimed that Concept Note is an
original literary work within the meaning of
the Copyright Act, 1957 and the Plaintiff is a
first owner thereof. To surmise, the Plaintiff
claimed quia timet (Injunction to restrain
wrongful acts which are threatened or
imminent but have not yet commenced)
copyright infringement and passing off

against the actions of the Defendants.

Zee, in their Plaint, claimed that on 15th
November 2016 a representative of
Defendant No. 2 (“Frames”) emailed Zee
saying that they wanted to pitch a new
show called “Nautanki Ke Superstars” and it
was then that Zee noticed that the show
pitched to them was nothing but a copy of
its show “India’s Best Dramebaaz”.
Additionally, Zee contends that on
contacting Frames regarding launch of
season 3 of “India’s Best Dramebaaz”, it was
informed that frames would be working with
Sony on a show which has a similar tone
and theme as “India’s Best Dramebaaz”,
which was to be called “Nautanki Ke
Superstars”. 

Ruling

The Bombay High Court, at the very outset,
established that Zee needs to demonstrate
to the court that there is something in its
production bible, concept note or in its show
that is utterly and identifiably original and
that this has been copied by Defendant No.
1 (“Sony”) so as to succeed in its claim for
copyright infringement and passing off. The
court observed that Zee must precisely

highlight what it claims to monopolize, even
if it is merely a re-arrangement by its original
labours of previously known elements. 

The court factored in the relevance of
production bible in the entertainment
industry. The court observed that a
‘production bible’ is commonly used as a
master document for the production in
question. The production bible comprises of
a road map for the show, overarching
thematic elements and unique elements of
the show. The court noted that a copyright
may subsist in a production bible for its
original elements and a similar treatment
may be extended to a concept note.
However, in relation to the production bible
in question, the details of the format
provided therein were not classified as
original, since, details of the format such as
number of weeks, number of episodes,
number of contestants), the stages through
the talent hung will run, a week-by-week
planned schedule, general statements about
audition and preliminary rounds, a graphic
about the audition process etc. are void of
any originality and are in fact, standard
elements common to many shows aired on
television. 
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The court noted that Zee claims protection in
the literary work comprised in the concept
note and production bible and nowhere in
their submissions, Zee claimed either the
concept note or the production bible or even
Zee’s talent show was entirely novel as
works never done before. Therefore, the
court held that Zee can only succeed if it
shows that Sony copied or substantially
copied Zee’s so-called unique or original
rearrangement in the sequence; likewise,
the court observed that even Sony could
claim an equivalent copyright in its own
compositing, re-compositing or selection and
rearrangement of those very standard
elements common to very many shows.

With regards to the claim of passing off, the
court held that for the Plaintiff to succeed,
the Defendant’s product or service must be
of such a nature that there is no possibility of

it being anything other than a deceitful
misrepresentation of the Plaintiff’s product or
service. The court observed that the
elements which Zee claims to be original are
fairly standard within this genre of television
shows. Additionally, the court, while
dismissing the claim of passing off, noted
that while Zee has earned reputation vide
the first two seasons of its show, they fail to
satisfy the remaining two elements of a
successful passing off claim-
misrepresentation and damage. 

The court further observed that a concept of
an acting-based talent hunt is not unique,
novel, and distinct or that it was first
adopted by Zee. The court while relying on
the Supreme Court’s judgement in R.G.
Anand v M/s Delux Films & Others, held that
besides the fact that there can be no
copyright in an idea, subject matter, themes,

plots or historical or legendry facts and
violation of the copyright in such cases is
confined to the form, manner and
arrangement and expression of the idea by
the author of the copyrighted work, there is
also a substantial dearth of clear and cogent
evidence to prove originality in Zee’s
concept.

The court observed that the Defendants
have not filed an application seeking an
award for costs and hence, the court while
dismissing the notice of motion, refrained
from making any order as to costs, while
weighing in the requirements as per section
35 (1) of code of civil procedure 1908
(“CPC”), which pursuant to the commercial
courts Act 2015 amendments to CPC
mandates that the losing party must pay
costs.   

DELHI HIGH COURT RETURNS PLAINT FOR LACK OF
CAUSE OF ACTION - Assessment of Territorial jurisdiction
in Trade Mark Infringement Suit

Federal Express Corporation vs. Fedex Securities Ltd. & Ors. [Delhi High Court, 11th April 2017]

Facts

The Plaintiff (“Federal Express”) operates a multi service business
from its registered office in U.S.A, which includes services such as
transport and e-commerce. The Plaintiff offers its services under
the trade mark “FEDEX”. Whereas, the Defendant No. 1 provides
financial services to corporates in India. The Plaintiff alleged that
the Defendant (“Fedex securities”) and its subsidiaries (Defendant
No. 2 & Defendant No. 3) are infringing its trade mark and
therefore, sought permanent injunction against the Defendants.
Further, the Defendants filed an interlocutory application (IA No.
18137/2014) under Order VII Rule 10 of the CPC, seeking for
return of plaint, basis that the Plaintiff failed to establish its right to
invoke jurisdiction of the Delhi High Court.

The Plaintiff invoked the territorial jurisdiction of Delhi High
Court on the grounds that-

1). The defendants advertise their offer all over India including in
Delhi through their website www.fedsec.in;

2). The defendants are acting as the manager/merchant bankers
to and/or market intermediaries for various entities/companies
and servicing clients in Delhi and thus carrying on business and
working for gain in Delhi; and

3). The defendants have been appearing in prominent national
dailies in their capacity as merchant bankers; offers made by the
defendants to public in the capacity of merchant bankers or

manager of offer for their clients have been published inter alia in
Delhi edition of national dailies with wide circulation such as
Business Standard in August, 2012. 

In response to the Plaintiff’s rationale behind invoking the
jurisdiction of the said court, the Defendants contended that mere
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posting of a passive advertisement in the forum state which does
not allow the viewer to enter into a commercial transaction through
such a website cannot give rise to a cause of action in such forum
state and even if there were an interactive website, the Court in the
forum State would not have jurisdiction till it is shown that the
defendants specifically targeting viewers located here.

Ruling

The court relied on the ratio laid down in IPRS v. Sanjay Dalia (“IPRS
Judgement”), wherein the jurisdictional position in intellectual
property litigation was articulated- 

The IP owner can only avail the territorial jurisdiction of a
particular court where:

1. It has either a principal place of business (registered office) or;

2. It has a subordinate/branch office or;

3. The cause of action has arisen wholly or in part.

The IPRS judgement made it clear that Section 134 (2) of the
Trademarks Act has removed the embargo of suing at a place of
accrual of cause of action in wholly or in part, with regard to a place
where the plaintiff ordinarily resides, carries on business or
personally works for gain. It was held that the impediment imposed
under Section 20 of the CPC to a plaintiff to institute a suit in a court
where the defendant resides or carries on business or where the
cause of action wholly or in part arises, has been removed. However,
the said clarification came with a rider that in case the plaintiff
resides or has its principal place of business/carries on business or
personally works for gain at a place where cause of action has also
arisen, the suit should be filed at that place not at other places
where plaintiff is having branch offices etc. The ruling dealt with a
specific kind of jurisdictional mischief which arises when the cause of
action arises at the place of the Plaintiff’s principal/head office and
the corporate Plaintiff’s bring infringement suits in the place where
they have subordinate offices but void of cause of action. 

The court observed that Federal Express, despite having its
registered office in Mumbai, invoked the jurisdiction of the Delhi High
Court on the basis that part of cause of action has arisen in Delhi.
The court held that “insignificant or trivial part” of the cause of action
having arisen in a place cannot be the decisive factor for invoking
jurisdiction of a court in such place.  

Subsequently, the Division Bench of the Delhi Court in Ultra Home
Construction Pvt. Ltd. v. Purushottam Kumar Chaubey Ors while
further interpreting the IPRS judgement contemplated four situations
in the context of the plaintiff being a corporation whilst establishing
the territorial jurisdiction of the matter, namely:

1). where the plaintiff has a sole office. In such a case, even if the
cause of action has arisen at a different place, the plaintiff can
institute a suit at the place of the sole office;

2). where the plaintiff has a principal office at one place and a
subordinate or branch office at another place and the cause of action
has arisen at the place of the principal office. In such a case, the
plaintiff may sue at the place of the principal office but cannot sue at
the place of the subordinate office;

3). where the plaintiff has a principal office at one place and the
cause of action has arisen at the place where its subordinate office is

located. In this eventuality, the plaintiff would be deemed to carry on
business at the place of his subordinate office and not at the place of
the principal office. Thus, the plaintiff could sue at the place of the
subordinate office and cannot sue (under the scheme of the
provisions of section 134(2) at the place of the principal office;

4). where the cause of action neither arises at the place of the
principal office nor at the place of the subordinate office but at some
other place. In this case, the plaintiff would be deemed to carry on
business at the place of its principal office and not at the place of the
subordinate office. And, consequently, it could institute a suit at the
place of its principal office but not at the place of its subordinate
office.

Therefore, an IP owner may file a suit at the place of its principal
office/place of business in line with Section 134 (2) of the
Trademarks Act. However, the same right is limited by a rider that
the explanation to Section 20 of the Code of Civil Procedure (“CPC”)
has to be read along with Section 134 (2) while assessing the
jurisdictional validity of a particular matter. Therefore, taking into
consideration the place of subordinate office of the Plaintiff and the
place of cause of action wholly or in part.

Further, the court rejected Plaintiff’s contention of courts in Delhi
having jurisdiction by virtue of the Defendants’ websites being
accessible in Delhi, by placing reliance on Banyan Tree Holdings v. A
Murali Krishna Reddy, wherein it was held that the cause of action
by virtue of website access in a forum state may only be established
if the Defendant can be shown to have specifically targeted
consumers in the forum state and the same resulted in an injury or
harm to the Plaintiff. Since, the Defendants advertisements depicting
their market on passive website would not enable them to enter into
any commercial transaction with any viewer here and therefore,
failing the criteria of ‘specifically targeting’ consumers. 

With regards the averment made pertaining to the Defendant
“carrying on business” in Delhi, the court noted that the Plaintiff
failed to provide any material to the court which could establish that
the Defendants are working for gain in Delhi. To ascertain that the
Defendants were not carrying a substantial portion of their business
in Delhi, the court relied on the Supreme Court’s judgement in
Dhodha House vs S.K. Maingi, wherein a 3-pronged test to
determine whether the plaintiff could be said to “carry on business”
in a particular place was laid down:

1). the agent must be a special agent who attends exclusively to the
business of the principal and carries it on in the name of the principal
and not as a general agent who does business for any one that pays
him;

2). the person acting as agent, must be an agent in the strict sense
of the term and a manager of a Joint Hindu Family cannot be
regarded as an ―agent within the meaning of this condition; and

3). to constitute “carrying on business” at a certain place, the
essential part of the business must be performed at that place.

Hence, the court allowed the Order VII Rule 10 application of the
Defendants to return the Plaint, while granting the liberty to the
Plaintiff to present the plaint before the Mumbai High Court, noting
that the Plaint was wrongly presented in the Delhi High Court even
though the Plaintiff’s registered office is in Mumbai.
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CCI ORDERS PROBE AGAINST ROCHE - Director General
to investigate abuse of dominant position [Competition
Commission of India, 21st April 2017]

Biocon Limited & Anr. (Informants) And Hoffmann-La Roche AG & Ors. (Opposite parties)

Facts

The informants filed an information under section 19 (1) (a) of the
Competition Act 2002 (“The Act”) against the Opposite parties
alleging contravention of the provisions of Section 4 of the Act which
pertains to abuse of dominant position in the market, as per which
no enterprise or group shall abuse its dominant position by indulging
in practices resulting in denial of market access. The informants
alleged that the opposite parties, with the intention of preventing the
entry of new players in its market of ‘Trastuzumab’, started indulging
into frivolous litigations against the Informants and writing frivolous
communications to various authorities thereby attempting to impede
the entry of the Informants.    

Further, the Informants claimed that the Roche Group is a dominant
player in the ‘Trastuzumab’ market and has indulged in a series of
abusive practices to evade entry of the Informants’ products and/or
to hamper their growth and therefore, such conduct is in
contravention of the provisions of Section 4 of the Act. The
informants detailed the abusive practices adopted by the opposite
parties such as creation of an impression about the propriety of the
approvals granted, the safety and efficacy of biosimilars, the risk
associated and the outcome of the on-going court proceedings in
the medical fraternity, including doctors, hospitals, tender authorities,
institutes etc.

The informants have defined the relevant market as two
alternative sets of markets-

1). The first relevant market defined is the broader relevant market,
i.e, the ‘market for biological drugs based on Trastuzumab (including
biosimilar Trastuzumab) in India’. 

2). The alternative narrow relevant markets proposed by the
Informants are divided into three distinct sub-markets, based on the
kind/stage of cancer: 

a) ‘market for sale of biological drugs (including biosimilars) used in
the targeted therapy of HER-2 positive metastatic breast cancer
within the territory of India’; 

b) ‘market for sale of biological drugs (including biosimilars) used in
the targeted therapy of HER-2 positive early breast cancer within
the territory of India’; 

c) ‘market for sale of biological drugs (including biosimilars) used in
the targeted therapy of HER-2 positive metastatic gastric cancer
within the territory of India’.

The informants contended that the opposite parties have a 100%
market share in the broader as well as the narrower relevant
markets. Additionally, 

Ruling

The Competition Commission of India (“CCI”) noted that the

practices adopted by the opposite parties such as creation of an
impression about the propriety of the approvals granted, the safety
and efficacy of biosimilars, the risk associated and the outcome of
the on-going court proceedings in the medical fraternity, including
doctors, hospitals, tender authorities, institutes etc. appear to be
prima facie aimed at adversely affecting the penetration of
biosimilars in the market. CCI further substantiated their observation
by stating that even a partial denial of market access that takes away
the freedom of a substitute to compete effectively and on merits in
the relevant market, may amount to a contravention of Section 4(2)
(c) of the Act. 

CCI observed that with regards to right to bring civil litigation and
other claims, it is a legal right of the party concerned and such a
right should not be interfered with, except when warranted by
special circumstances. CCI noted that the legal processes can be
pursued by a dominant enterprise as a tactic to exhaust smaller
rivals resources and delay or prevent their entry in the relevant
market and where anticompetitive litigation of this kind by a
dominant enterprise is identified, it amounts to an abuse within the
meaning of the Act.  

Hence, the commission found the parties to be prima facie in
contravention of Section 4(2) (c) of the Act and therefore, ordered a
detailed investigation into the matter to be conducted by the
Director General under section 26 (1) of the Act.  
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DELHI HIGH COURT DEALS WITH THE TRADEMARK
STATUS OF A TRANSLATION OF A DESCRIPTIVE TERM

Sunil Mittal & Anr. Vs. Darzi on Call [Delhi High Court, 19th April 2017]

Facts

The Plaintiffs (“Sunil Mittal”) claimed to be
the registered proprietors of the label mark
“The Darzi” in class 24 (textile cloth) sued
the Defendant (“Darzi on Call”) seeking an
injunction to restrain Darzi on Call from using
the word  “DARZI”  or any other word, mark
and label which is identical with or
deceptively similar to the word / mark
“DARZI”. The Plaintiffs claimed that the
adoption of the word/mark DARZI by the
Defendant amounts to infringement of their
trade mark and passing off of its services.
The Plaintiffs have exerted their rights by
way of showing their prior adoption (Year
1981) of DARZI as a trade mark. Trade
name. Moreover, the Plaintiffs also have a
registered copyright for the artistic work
involved in the trade name/trade mark/ label
DARZI. 

The suit first came up for hearing on 5th
October 2016 and the court prima facie
found the Defendant to be using the word

DARZI, including the style of writing the
letter “D” in the word DARZI to be similar to
that of the Plaintiffs mark. The court granted
an interim relief to the Plaintiffs and
restrained the Defendant from using the
trademark or trade name having as
component thereof the word DARZI or any
other trademark or trade name similar or
deceptively similar thereto.         

However, vide subsequent ad-interim order
dated 7th December, 2016, the Defendant
was permitted to use the alphabet “D” in a
stylized manner without using the word
DARZI as part of their logo.

Thereafter, the Defendant filed its written
statement contesting that that the plaintiffs
have referred to their mark as “THE DARZI”
when in fact the only registered trademark
of the plaintiffs is a composite logo mark
which comprises of a stylized iteration of the
words “THE DARZI”, a tag line “The Suit
People” and the numbers “1981”. The
Defendant added that the trade mark

registration of the Plaintiffs is strictly for logo
or the label and none of them are for the
word “DARZI” or “THE DARZI” and that the
registration of a label or a logo mark does
not confer any exclusive rights in the matter
forming only a part of the whole of the
trademark so registered, since such label or
logo mark registrations confer rights over the
mark as a whole and not over the
independent constituents thereof. 

Over and above their counter averments
made in the written statement, the
Defendant contended that that the word
DARZI standalone cannot function as a
trademark on account of its generic,
laudatory and descriptive characteristics and
that the plaintiffs cannot assert any statutory
or proprietary rights over the word DARZI
(word per se) since the word DARZI for tailor
has no known or popular synonym in Urdu
or Hindi. The Defendants further contended
that their Trade Mark application was made
in respect of class 40 (treatment of
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materials) and therefore, the Plaintiffs are
precluded from asserting their rights in
respect of ‘tailoring services’.

Ruling

The court, at the very outset, noted that the
words ‘tailors’ and ‘drapers’ are used to
describe the nature of the business being
provided by a tailor under a trade name in
Delhi. Even though, the court noted that
even though DARZI is undoubtedly the Urdu
word for ‘tailor’ and used in Hindi as well,
however, the court as per its’s experience of
the ‘city life of Delhi’, has not come across
any person / entity providing tailoring
services describing the services rendered as
that of a DARZI. The court further noted that
the Defendant has been unable to cite any
person carrying on tailoring business
describing his/her/its services as those of
DARZI. Moreover, the court makes the said
location centric remark in line with its opinion
regarding the acceptability of the word
‘tailor’ even with those not speaking or
reading or writing English language instead
of the word ‘DARZI’, even though it is
generally used in spoken language, as
distinct from in writing, to describe the
profession of a person. 

The court further noted that a distinction has
to be carved between use of a word as
descriptive of services provided under a
trade name / trade mark and use of that
word as trade name / trade mark in itself. For
instance- If a person who for the first time
starts using as a trade name / trade mark, a
word which in the past has always been
used as descriptive of the services, cannot
be denied the protection as available to
other proprietors of trademark, on the
ground of the word being descriptive of the
trade. Since, the protection afforded to
intellectual property, to which genre trade
names and trademarks belong, in the
ultimate analysis, is protection of a novel
idea/concept/thought and if none else has in
the past thought of adopting as a trade
name / trademark, a word which till then has
been used as descriptive of services, then
the person who has this novel thought / idea
deserves protection.

The principle contention of the Defendant
was that the word DARZI is inherently
incapable of being a trade mark owing to
being generic or publici juris of the tailoring
services. In response to the said contention,

the court held that section 9 of the
trademarks act 1999 (absolute grounds for
refusal of registration) must be taken into
account. Section 9 (1) (a) of the said act
provides that a trade mark which is devoid of
any distinctive character, not capable of
distinguishing the goods or services of one
person from those of another, shall not be
registered and section 9 (1) (b) makes not
registrable the trade - marks which consist
exclusively of marks (word) which may
serve in trade to designate the services
rendered thereunder. Therefore, for the
instant scenario, the word TAILOR (in the
context of the city of Delhi where the
plaintiffs and the defendant are carrying on
their tailoring business and which business is
largely territorial in nature with a customer
not travelling to a city other than of his
ordinary residence for availing tailoring
services) may fall in the category of section
9 in relation to service of tailoring but not the
word DARZI. The court noted that only such
of these words would be un-registrable
which are commonly used in the territory of
business to designate the service rendered
thereunder.

The court heavily relied on Info Edge (India)
Pvt. Ltd. Vs Shailesh Gupta, a case which
was concerned with grant of interim
injunction at the instance of prior user of
“NAUKRI.COM” against the user of
“NAUKARI.COM”, both in the business of a
job / employment portal. The court observed
that the said case squarely applies to the
facts of the present case. The plaintiffs also
have adopted an Urdu / Hindi word with
English script and which word prior to the
plaintiffs, was not generally used by those
providing tailoring services as descriptive or
designating their service. Therefore, the
court held that if a product is marketed in a
particular area or place under a descriptive
name and has gained a reputation
thereunder, that name which distinguished it
from competing products, it will be protected
against descriptive use.

In light of the abovementioned case, the
court found no merit in the contention of the
Defendant of the mark being label marks and
not word marks. The court applied the test
of similarity / deceptive similarity and noted
that the said test has to have its roots in the
human interactions in a particular society /
city and cannot be in abstract. Therefore, the
court held that the essential feature of both

marks is the word DARZI and there is barely
anything else on the labels to serve the
purpose of a trade mark i.e. of recall. As per
the court’s rationale, a consumer of tailoring
services would remember the service
availed of on an earlier occasion, whether it
be of the Plaintiffs or of Defendant as DARZI
only and would not remember the
Defendant as different from the plaintiffs
owing to the words “ON CALL” in the label
of the Defendant. Moreover, the converse is
also applicable, since a customer of the
Plaintiffs, on coming across the Defendant is
likely to understand the service of the
defendant, as an extension of the service of
plaintiffs “ON CALL”. 

With regards the contention of the
Defendant pertaining to trade mark
registration of the Plaintiffs being in relation
to textile cloths and not in relation to
tailoring services and the plaintiffs being thus
not entitled to any relief on the ground of
infringement, the court held that Fourth
Schedule to the Trade Marks Rules while
classifying goods and services does not
provide separate classification for tailoring
and therefore, the Plaintiffs cannot be
deprived of the protection on account of
their registration being in Class 24.

On good will and reputation contention, the
court observed that that the dishonesty on
part of the Defendants and their attempt to
ride on the goodwill of the Plaintiffs, as well
as steal their market, and pass off their
goods/services as the Plaintiffs prejudiced
the Plaintiffs rights in relation to their
business. 

Interestingly, the court did not consider the
online records of the registry suggesting that
there are other users of DARZI as a trade
name. The court held that it is not expected
of a proprietor of a trademark to, instead of
carrying on business under the trademark,
make litigation a business by continuously
being on the prowl for every use of that
trademark, howsoever insignificant and
inconsequential may be, and to take legal
proceedings to prevent such use.

Therefore, the court held that the Plaintiffs
succeeded in making a prima facie case for
themselves and dismissed the application of
the Defendant seeking vacation of the
injunction order, making the order dated 5th
October 2016 absolute till the disposal of
the suit.  
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JOHN DOE ORDER RESTRICTS UNAUTHORISED
BROADCAST OF IPL 2017

Sony Pictures Networks India Private Limited & Anr. Vs. Home Cable Network Pvt. Ltd. & Ors. [Delhi High Court, 30th March 2017]

Facts

The first Plaintiff (“Sony”) holds exclusive
media and broadcast rights in respect of
Indian Premier League (“IPL 2017”) by
virtue of an exclusive license agreement
with Board of Cricket Control of India
(“BCCI”). The Plaintiffs contended that they
apprehend a violation of their broadcast and
media rights in respect of IPL 2017 by
Defendants identified as Multi System
Operators, Local Cable Operators and other
similarly placed distribution platform
operators having their networks in various
towns and cities across the length and
breadth of the country. The Plaintiffs claimed
that the named and un-named Defendants
(“Ashok Kumar”) might infringe upon their
exclusive broadcast reproduction rights by
illegally broadcasting / re-broadcasting /
transmitting / re-transmitting or
communicating to the public through any
medium whatsoever, the coverage of IPL
2017. The Plaintiffs relied on ad interim ex
parte injunction orders that had been
granted by the Delhi court in similar

circumstances concerning the previous
seasons of the IPL tournament, such as the
order granted on 01.04.2010 in FAO (OS)
111/2010 and order dated 05.04.2016 in CS
(Comm) 316/2016. The Plaintiffs prayed for
ex parte ad interim injunction restricting
unauthorized broadcast of IPL 2017 and
appointment of local commissioners.

Ruling

The court examined the documents
submitted and submissions made in respect
of the prayers of the Plaintiffs pertaining to
an apprehension as to likely infringement of
their media and broadcast rights in relation
to IPL 2017 as a common source by the
named and un-named Defendants. The court
held on the perusal of the said documents
and submissions, held that the Defendants
must be restrained from broadcasting /
rebroadcasting / transmitting / re-
transmitting or communicating to the public
through any medium whatsoever including
their subscribers, through cable TV
networks, the contents of coverage of IPL
2017. The court noted that the exclusive

right to the telecast of IPL 2017 rests with
channels such as SIX, SIX HD, SONY ESPN,
SONY ESPN HD and SET MAX of the
plaintiffs and any entity is free to obtain a
broadcasting license form Sony and BCCI if
they wish to telecast IPL 2017.

The court additionally granted the prayer of
the Plaintiffs pertaining to the appointment
of a local commissioners and appointed two
advocates, namely Mr. Jamal Akhtar and Ms.
Hamsini Shankar as local commissioners. The
Court directed the said local commissioners
to ascertain whether unauthorised broadcast
of IPL 2017 is taking place in the premises
they visit, search and make an inventory of
equipment used for unauthorized
communications, seize and seal such
equipment they come across and collect
evidence as may be necessary for the
investigation. The court further directed the
Plaintiffs to allow the Defendants to obtain a
license for the broadcast of IPL 2017 if an
occasion so arises, even in the midst of the
inquiry conducted by the local
commissioners.
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ASCI ISSUES DRAFT GUIDELINES FOR CELEBRITY
ENDORSEMENTS [13TH April, 2017]

The Advertising Standard
Council of India (“ASCI”)
released “Draft Guidelines on
Celebrities in Advertising”
(“Guidelines”) on 13th April,
2017. The Guidelines are
devised so as to govern the
role of celebrities in the
advertisement industry by
placing in a due diligence
mechanism for the celebrities,
advertisers and the agencies
involved in the advertising of
products/brands prohibited
for advertising under:-

- The Drugs & Magic
Remedies (Objectionable
Advertisements) Act 1954;

- The Drugs & Cosmetic Act
1940 and Rules 1945;

- A product which by law
requires a health warning
“…..is injurious to health” on
its packaging or
advertisement.

The Guidelines have been
developed to protect the interest of the
consumers, while encouraging celebrities
and advertisers to refrain from endorsing
misleading advertisements.

Responsibilities of the Advertiser/Agency

It is the duty of the Advertiser and the
Agency to make sure that the celebrity they
wish to engage with is made aware of the
various laws and the Guidelines and have
the adequate knowledge of the same, so as
to ensure that their advertisement does not
violate any of the ASCI code in letter and
spirit or any other laws of the Country.

Due Diligence Requirement for the
Celebrities

The Guidelines vide its preamble duly
acknowledges that celebrities, especially in
the entertainment and sports field, have a
strong sense of credibility among consumers
as a result of their strong following.
Moreover, as per guideline (d) of the
Guidelines, a celebrity is required to do due
diligence to ensure that all description,

claims and comparisons made in the
advertisements they appear in or endorse
are capable of being objectively ascertained
and capable of substantiation and should not
mislead or appear deceptive.

Moreover, as per guideline (f) of the
Guidelines, if the celebrity seeks advertising
advice of ASCI, either directly or indirectly on
whether the advertisement potentially
violates any provisions of the ASCI code or
not and if the advertisement is developed
fully following the advertising advice
provided by the ASCI, then the Celebrity
would be considered as having completed
due diligence. However, ASCI’s advertising
advice will not be construed as pre clearance
of the Advertisement. Further, the ASCI
Guidelines on celebrity endorsements are
developed to ensure that claims made in
advertising are not misleading, false or go
unsubstantiated. Advertisers following these
guidelines will protect the interests of the
consumers, especially for products or
services, which can cause serious financial
loss or physical harm. 

Additionally, the ASCI Code, which is a code
for Self-Regulation in advertising, should be
taken into account as a guiding document
(The Supreme Court of India has recognized
ASCI’s role in regulating misleading
advertisements in Common Cause (A Regd
Society) v Union of India and Ors. And in
Indraprastha People Vs. Union of India, it was
held that under self-regulation, the media
voluntarily upholds the a code of ethics that
it itself drafts; it establishes a complaints
mechanism to which the public can complain
about perceived breaches of the Code and
an independent council adjudicates on the
complaints and enforces the code of
practice, that compliance with the Code is
voluntary and the media does so out of a
desire to secure the credibility of its
profession and the trust of the public. Self-
regulation was held to be a combination of
standards setting out the appropriate code of
behaviour for the media that are necessary
to support freedom of expression and
process how those behaviours will be
monitored or held to account.
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MEDICAL COUNCIL OF INDIA ISSUES CIRCULAR –
Doctors to Prescribe Drugs in a Legible Handwriting
using the Generic Names only [21st April, 2017]

WHATSAPP PRIVACY REGULATIONS CASE [Supreme
Court, 27th April 2017] – Update

The Medical Council of India (“MCI”) issued
a circular on 21st April 2017, addressed to
all medical practitioners, to ensure that they
prescribe drugs with generic names only.
The said circular refers to clause 1.5 of the
Indian medical council professional conduct
ethics regulations 2002, as per which- Every
physician should prescribe drugs with
generic names legibly and preferably in
capital letters and he/she shall ensure that
there is a rational prescription and use of
drug.

Further, the circular mandates the wide
publicity of the directions therein, so as to
ensure that doctors across India comply with
the said regulation. Moreover, the doctors
found in violation of the said regulation
would be subjected to disciplinary action by
the concerned State Medical Council/Medical
Council of India.

The said circular is in line with the practice of
using International Non-proprietary Names
(INNs) for drugs. INNs are internationally
recognized names for pharmaceutical
substances recommended by the World
Health Organization (WHO) and provide a
standardized system of nomenclature. INNs
replace long, unwieldy chemical names for

pharmaceutical substances with short names
that are easy to recall and are developed in a
standardized manner. INNs are universally
applicable generic names for drugs and thus
help to reduce confusion in drug
nomenclature. For instance, Crocin and

Calpol are two different brand names for the
same generic substance paracetamol.

WHO adopted Resolution 46.19 exhorting
Member States to devise appropriate
policies and regulations for the use of INNs.
In India, the trademark registration 

Background

The Delhi High Court in Karmanya Singh Sareen and Ors. Vs. Union
of India and Ors. C.M. No. 31553/2016 imposed data sharing
restrictions on WhatsApp after it was sued for changing its privacy
policy on 25th August 2016 which allows for data sharing with
Facebook. As per the ruling; WhatsApp can share data with
Facebook but cannot share any data collected before 25th
September 2016 so as to ensure that the users who signed up for
the old privacy policy, continue to be affected by the old privacy
policy itself. The ruling also allows for using the messages shared
over WhatsApp to be used for providing the users with service and
targeted advertising provided the messages are not shared
publically. The users have been given the option to opt out of the
service or delete their account, after which WhatsApp is not allowed
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SUPREME COURT ISSUES NOTICE TO CENTRE & CBFC -
Petition challenging Pre-Censorship 

Actor/Director Amol Palekar filed a writ of
mandamus in the Supreme Court seeking
the declaration of provisions governing
censorship and certification of film and
television related content (section 2, 3, 4
and 5) of the Cinematographic Act 1952
read with corresponding Cinematograph
(Certification) Rules 1983 [Rule 3,7 8, 22,
24, 32, 33 and 43]  as ultra vires the
Constitution of India. Amol Palekar
contended that the said provisions governing

censorship and certification imposes pre-
censorship on the freedom of expression
and speech of the artists and audience alike.
The Petitioner highlighted his plea that the
powers granted vide the said provisions
leads to ordering of cuts and deletions and
alterations in a film, thereby leading to the
abuse of the said powers under the
cinematographic Act.

In his petition, Amol Palekar also contended

that CBFC does not have any member with
a legal background, which leads the board to
repeatedly violate filmmakers’ fundamental
right to speech and expression. 

The Supreme Court issued a notice to the
centre and CBFC to respond to the Petition
and has asked the Centre to direct the
Central Board of Film Certification to
implement the recommendations of the
Shyam Benegal led panel.

to retain or share any data. The Court directed TRAI (Telecom
Regulatory Authority of India) to introduce a statutory regulatory
framework for instant messaging clients. The said order resulted into
an appeal to the Supreme Court.

Update

On 5th April 2017, the Supreme Court ordered setting up of a five
judge constitution bench to hear the appeal. On 28th of April 2017,
issues were submitted to the court for consideration, namely-

• Right to private communication;

• Right to keep personal data — financial and private details;

• Unauthorised access to such communications;

• State, its agencies, and private agencies are entitled to privacy;

• Whether service providers have a constitutional duty to protect
privacy of persons;

• Whether State is obligated to protect the constitutional rights of
Persons.

In the interim, the central government re-iterated that it was drafting
a regulatory regime to cover all the doubts raised in the case and it
will protect individual freedom and privacy. The next date of hearing
is May 15th 2017.

Mr. Amol Palekar vs Union of India and Anr. [Supreme Court, 17th April 2017]
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TRAI VS BROADCASTERS’ RIGHTS [Madras High Court,
28th April 2017] – Update

Telecom Regulatory Authority of India vs. Star India Pvt Ltd and Ors. [January 20th, 2017]

Background

TRAI released a ‘draft broadcasting tariff
order’ on 10th October 2016. The Order
Inter alia seeks to fix a ceiling on the
maximum retail price (MRP) on TV channels.
The Respondents challenged the order
before the Madras High Court on the
grounds that it is in conflict with the
Copyright Act, 1957. The Court stayed the
operation of the said order until a complete
determination of conflict mentioned above is
concluded. TRAI on approaching the
Supreme Court (Order dated 20.01.2017)
against the stay has been allowed to
proceed with the consultation process.
However, the Supreme Court denied the
prayer of notifying the Tariff Order and is

awaiting the final outcome of the
proceedings before deciding on the same.  

Update

The Madras High Court vide its order dared
28.04.2017 has declined Star’s plea to stay
TRAI tariff order. The court pronounced the

said order stating that since no other cable
operator has come forward in support of
Star’s plea, therefore, the said plea failed to
make a strong prima facie case in its favour.
The court opined that the principles of
‘presumption is in favour of validity’ operates
against the petitioners (Star & Vijay TV) since
as per the court, they failed to demonstrate
that an exception must be made in their
favour, thereby disentitling them form the
relief of a stay order. Additionally, the court
noted that the larger public good plea made
by the additional solicitor general as well as
the earlier order of the supreme court
impacted their view point while declining the
plea for stay. 

COLLECTION SOCIETIES TO ADOPT BLOCKCHAIN
TECHNOLOGY FOR MUSIC COPYRIGHT MANAGEMENT 

Collection societies such as American
Society of Composers, Authors and
Publishers (ASCAP), Performing Rights
Society - U.K. (PRS) and Society of Authors,
Composers and Publishers of Music- France
(SACEM) are working together to develop
the future of music copyright management.
The said societies are developing a
blockchain based system would manage
links between music recordings International
Standard Recording Codes (ISRCs) and
music work International Standard Work
Codes (ISWCs). 

A blockchain is a decentralized and
distributed digital ledger that records
transactions across a network of computers
in wa y which prevents any retroactive
alterations to the registered transactions
comprising the ledger. 

Blockchain technology would enable the
collection societies to establish links
between these two pieces of data and
thereby offering a practical solutions with
enormous potential for improving the
processes of royalty matching, which will
impact licensing, reduce errors and reduce

costs. The goal of the project is to prototype
how the music industry could create and
adopt a shared, decentralized database of
musical work metadata with real-time
update and tracking capabilities.

The said collection societies are working
with IBM so as to leverage the the open
source blockchain technology from the Linux
Foundation and Hyperledger Fabric, so as to
match, aggregate and qualify existing links
between ISRCs and ISWCs in order to
confirm correct ownership information and
conflicts.
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